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Amendment dated October 17, 2006 

Reply to Office Action of September 21, 2006 

REMARKS 

Claims 42-45, 51 and 53-74 were previously pending in this application. Claims 53-57 and 
62-73 are now cancelled without prejudice or disclaimer. No claims are amended. No new claims 
are added. Claims 42-45, 51, 58-61 and 74 are pending for examination with claim 42 being an 
independent claim. 

No new matter has been added. 

Interview with Examiner: 

Applicant thanks Examiner Epps-Ford for the courtesy extended during the personal 
interview with Applicant's representative Helen Lockhart on October 13, 2006. During the 
Interview the issues of the Restriction Requirement and Double Patenting were discussed. 
Applicant's representative agreed to cancel the method claims and pursue the product claims 42-45, 
51, 58-61 and 74 in the pending application. The method claims will be pursued in a divisional 
application. It was agreed that the Obviousness-type double patenting rejection would be 
withdrawn in view of the restriction requirement presented in parent patent application US 
08/960,774, now issued as US6,239,1 16B1. 

Defective Oath or Declaration: 

A new oath or declaration in compliance with 37 CFR 1.67(a) identifying this application by 
application number and filing date and listing the updated corrected priority information is enclosed. 

Election/Restrictions: 

In view of the cancellation of method claims 53-57 and 62-73 the restriction requirement is 
now moot. Reconsideration and withdrawal of the rejection is respectfully requested. 

* 

Double Patenting 

Claims 42-61 and 74 have been rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-49 of U.S. Patent No. 6,239,1 16 Bl. Attached 
is a copy of the restriction requirement received from the US Patent Office in parent application US 
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08/960,774, now issued as US6,239,1 16B1. The Restriction requirement requires the election 
between product and method claims. Additionally, Applicants have now canceled all method 
claims from the instant patent application. It is believed that the amendments and evidence 
presented herein is sufficient to overcome the rejection. 
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CONCLUSION 

In view of the above amendment, applicant believes the pending application is in 
condition for allowance. 



Dated: October 17, 2006 




Respectfully submitted, 

By. 

Helen C. Lockhart 

Registration No.: 39,248 

WOLF, GREENFIELD & SACKS, P.C. 

Federal Reserve Plaza 

600 Atlantic Avenue 

Boston, Massachusetts 02210-2206 

(617) 646-8000 
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Office Action Sa 




Application No. 
08/960.774 



Applicant(s) 



Krieg et al 



Examiner 



James Martin ell 



Group Art Unit 
1633 




□ Responsive to communication(s) filed on . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed 
in accordance with the practice under Ex parte Quay/e, 1935 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire 



month(s), or thirty days, whichever 



is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 
Kl Claim (s) 1-47 



is/are pending in the application. 



Of the above, claim(s) 

□ Claim(s) 

□ Claim(s) 

□ Claim (s) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



H Claims 7-47 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
""Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

* 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper Nb(s). 

□ Interview Summary, PT0413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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* • 
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U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. 9 



Art Unit 1633 



Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

I. Claims 1-17, drawn to oligonucleotides, classified in 
class 536, subclass 22.1. 

II. Claims 18-35, drawn to methods of treatment using 
oligonucleotides, classified in class 514, subclass 44. 

III. Claims 36-41, drawn to methods of treatment using 

baf ilomycin A, chloroquine, or monensin, classified in 
class 544. 

The oligonucleotides of Group I can be used for methods 
other than the methods of Group II (e.g., as building blocks for 
the synthesis of longer amino acids) . The oligonucleotides of 
Group I are not needed to practice the methods of Group III. The 
methods of Groups II and III may be practiced independently of 
one another. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification and because of their recognized 
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